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DETAILED ACTION 

Claim Rejections - 35 USC $ 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 3-4, 6, and 8-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(a) Claim 3 recites an improper Markush group. In line 2, after "from" and before 
"group", it is suggested that "a" is changed to "the". 

Similar suggestions are made with respect to claim 4, line 2, claim 9, line 2, and claim 1 0, 
line 2 which each also recite improper Markush group similar to claim 3. 

(b) Claim 6 recites an improper Markush group. In line 2, after "from" and before 
"group", it is suggested that "a" is changed to "the" and in line 3, after "lithium" and before 
"mixtures", it is suggested that "or" is changed to "and". 

Similar suggestions are made with respect to claim 8 that also recites improper Markush 
group similar to claim 6. 
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Claim Rejections - 35 USC $ 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent., except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 61- 
017101. 

Pending translation, it is noted that JP 61-017101 discloses ophthalmic marking ink 
comprising 1-10 parts water and 1 parts dye. Thus, it is calculated that the ink comprises 50-99% 
water and 1-50% dye. Further, there is disclosed ophthalmic lens marked with the ink (abstract). 

In light of the above, it is clear that JP 61-017101 anticipates the present claims. 

5. Claims 1 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 60- 
023092. 

Pending translation, it is noted that JP 60-023092 discloses ink for plastic lens for optical 
glasses comprising dye and water. The ink comprises 0.1-10% dye and thus, 90-99.9%) water. 
Further, there is disclosed lens marked with the ink (abstract). 

In light of the above, it is clear that JP 60-023092 anticipates the present claims. 
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6. Claims 1, 10, and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by EP 
472496. 

EP 472496 discloses ink for marking contact lens wherein the ink comprises dye 
including anthraquinone dye (Vat Blue 6) and water. Example 3 discloses ink comprising 62% 
water and 9% dye. Further, there is disclosed contact lens marked with the above ink (col. 2, lines 
32-48, col.3, line 19-col.4, line 5, and col.4, lines 24-28). 

In light of the above, it is clear that EP 472496 anticipates the present claims. 

7. Claims 1, 10, and 13-16 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 
08-112566. 

Using English translation of the reference provided by applicants, it is noted that JP 08- 
1 12566 discloses ink for contact lens wherein the ink comprises 0.01-20% dye including 
anthraquinone dye (Vat Blue 6), 0.001-5%) surfactant, 1% sodium hydroxide, polyvinyl 
pyrrolidone, i.e. binder, coupling tail solvent such as glycerin, and water. Example 1 discloses 
ink comprising approximately 1.8% glycerin and 0.4% surfactant. Further, there is disclosed 
contact lens marked with the ink (claim 1 and paragraphs 9, 16-20, 22, and 24). 

In light of the above, it is clear that JP 08-1 12566 anticipates the present claims. 

8. Claims 1,10, and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by Su et al. 
(U.S. 5,352,245). 

Su et al. disclose ink for contact lens wherein the ink comprises 0.5-1 5% dye including 
anthraquinone dye (Remazol Brilliant Blue R), 0.01-2% nonionic surfactant, 5-30% polyvinyl 
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pyiTolidone i.e. binder, 10-40% isopropyl alcohol, and remainder water. Further, there is 
disclosed contact lens marked with the ink (col.l, lines 51-64 and col.2, lines 36-52 and 55-56). 
In light of the above, it is clear that Su et al. anticipate the resent claims. 

9. Claims 1, 9-10, and 13-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Doshi '410(118.6,315,410). 

Doshi '410 disclose ink for contact lens wherein the ink comprises 0.1-15% dye and 
pigment wherein the dye includes anthraquinone (Reactive Blue 4) or azo (Reactive Yellow 86) 
dyes and the pigment includes titanium dioxide, 30-60% water, 0-50% polymer, 0-2% coupling 
tail solvent, i.e. ethylene glycol, and 0-10% nonionic surfactant. Further, there is disclosed 
contact lens marked with the ink (col.3, lines 45-49, col.5, lines 18-20, 36-51, and 55-58, col. 7, 
lines 66-67, col.8, lines 43-48, col. 11, line 67-col.l2, line 9, col. 12, lines 25-27, col. 13, lines 26- 
29 and 35-45, and col.26, lines 8-33). 

In light of the above, it is clear that Doshi '410 anticipate the present claims. 

10. Claims 1 and 9-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Doshi et 
al. '676 (U.S. 2004/0130676). 

Doshi 'et al. 676 disclose ink for contact lens wherein the ink comprises 0. 1-1 5% dye and 
pigment wherein the dye includes anthraquinone (Reactive Blue 4) or azo (Reactive Yellow 86) 
dyes and the pigment includes titanium dioxide, 30-60% water, 0-50% polymer, 0-2% coupling 
tail solvent, i.e. ethylene glycol, and 0-10% nonionic surfactant. Further, there is disclosed 
contact lens marked with the ink. There is also disclosed method of applying the ink to the 



Application Number: 1 0/635,8 1 2 
Art Unit: 1714 



Page 6 



contract lens wherein the lens is pre-treated by cleaning and corona treatment followed by pad 
printing the ink onto the contact lens (paragraphs 2, 26, 44, 48-49, 92, 132-133, 139-140, 147, 
228, and 231). 

In light of the above, it is clear that Doshi et al. '676 anticipate the present claims. 

11. Claims 1, 10, and 13-16 are rejected under 35 U.S.C 102(e) as being anticipated by 
Tucker et al. (U.S. 2003/01 19943). 

Tucker et al. disclose ink for marking contact lens wherein the ink comprises 60-99% 
water, 0-15% colorant including dyes, 1-30% binder, 0.2-0.5%) nonionic surfactant including 
acetylene glycol, and 0-30% humectant that includes ethylene glycol or diethylene glycol, i.e. 
coupling tail solvent. Further, there is disclosed contact lens marked with the ink (paragraphs 2, 
13, 32-33, 37, 94-97, and 105). 

In light of the above, it is clear that Tucker et al. anticipate the present claims. 

12. Claims 1-3, 7-9, and 14-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yamazaki et al. (U.S. 2002/0017219). 

Yamazaki et al. disclose ink jet ink comprising 0.5-30% pigment such as carbon black, 
base, in amount of, for instance, 0.1%, 0.5-30% acrylic resin emulsion, i.e. binder, 6-20% 
coupling tail solvent, i.e. ethylene glycol, not more than 2% anionic or nonionic surfactant such 
as acetylene glycol, and remainder water (paragraphs 17, 24, 30, 33-34, and 42-45). 

While there is no disclosure that the ink is an ophthalmic marking ink as presently 
claimed, applicants attention is drawn to MPEP 21 1 1 .02 which states that "if the body of a claim 
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fully and intrinsically sets forth all the limitations of the claimed invention, and the preamble 
merely states, for example, the purpose or intended use of the invention, rather than any distinct 
definition of any of the claimed invention's limitations, then the preamble is not considered a 
limitation and is of no significance to claim construction". Further, MPEP 21 1 1.02 states that 
statements in the preamble reciting the purpose or intended use of the claimed invention must be 
evaluated to determine whether the puipose or intended use results in a structural difference 
between the claimed invention and the prior art. Only if such structural difference exists, does 
the recitation serve to limit the claim. If the prior ait structure is capable of performing the 
intended use, then it meets the claim. 

It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and further that the purpose or intended use, i.e. 
ophthalmic marking ink, recited in the present claims does not result in a structural difference 
between the presently claimed invention and the prior art ink and further that the prior art 
structure which is ink identical to that set forth in the present claims is capable of performing the 
recited puipose or intended use. 

In light of the above, it is clear that Yamazaki et al. anticipate the present claims. 

Claim Rejections - 35 USC $ 1 03 
13. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior an are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior ait. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

14. Claims 2, 6, and 7-8 rejected under 35 U.S.C. 103(a) as being unpatentable over Doshi 
'410 (U.S. 6,315,410) in view of Yui et al. (U.S. 5,948,155) 

The disclosure with respect to Doshi '410 in paragraph 9 above is incorporated here by 
reference. 

The difference between Doshi '410 and the present claimed invention is the requirement 
in the claims of (a) base and (b) specific surfactant. 

With respect to difference (a), Yui et al., which is drawn to ink composition, disclose 
using base such as potassium, sodium, lithium or ammonium hydroxide in order to improve the 
dispersion stability of the water-insoluble coloring material present in the ink (col. 6, lines 59-64). 

With respect to difference (b), Doshi c 410 discloses the use of nonionic surfactant such as 
polyoxyalkylene alkyl ether. 

Yui et al, which is drawn to ink composition, disclose the use of surfactant such as 
acetylene alcohol in order to control the surface tension of the ink. Yui et al. also disclose the 
equivalence and interchangeability of acetylene alcohol with polyoxyethylene alkyl ether 
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surfactant disclosed by Doshi '410 (col. 6, lines 59-64, col.7, lines 17-18, and col. 24, lines 26- 
27). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use base and acetylene alcohol surfactant in the ink of Doshi '410 in order to produce ink 
with good dispersion stability and desired surface tension, and thereby arrive at the claimed 
invention. 

15. Claims 2, 6, and 7-8 rejected under 35 U.S.C. 103(a) as being unpatentable over Tucker 
et al. (U.S. 2003/01 199430) in view of Yui et al. (U.S. 5,948,155) 

The disclosure with respect to Tucker et al. in paragraph 1 1 above is incorporated here by 
reference. 

The difference between Tucker et al. and the present claimed invention is the requirement 
in the claims of base. 

Yui et al, which is drawn to ink composition, disclose using base such as potassium, 
sodium, lithium or ammonium hydroxide in order to improve the dispersion stability of the 
water-insoluble coloring material present in the ink (col. 6, lines 59-64). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
ait to use base in the ink of Tucker et al. in order to produce ink with good dispersion stability, 
and thereby arrive at the claimed invention. 
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16. Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Su et al. 
(U.S. 5,352,245), Doshi '410 (U.S. 6,315,410), or Tucker et al. (U.S. 2003/01 199430) any of 
which in view of Souel et al. (U.S. 6,281,468). 

The disclosures with respect to Su et al., Doshi '410, and Tucker et al. in paragraphs 8-9 
and 11, respectively, are incorporated here by reference. 

The difference between Su et al., Doshi '410, or Tucker et al. and the present claimed 
invention is the requirement in the claims of (a) cleaning the lens surface with aqueous media 
and drying before applying ink and (b) treating lens surface with corona discharge. 

With respect to difference (a), each of Su et al., Doshi '410, and Tucker et al. disclose 
applying ink to contact lens using pad printing, however, there is no disclosure in any of the 
references of first cleaning and drying the contact lens. However, it would have been within the 
skill level of one of ordinary skill in the art to clean and dry contact lens before applying ink in 
order to ensure that ink is applied to surface without dirt or moisture and thus ensure that the ink 
is able to adhere to the contact lens as well as remain adhered. 

With respect to difference (b), Souel et al. disclose subjecting contact lens to be marked 
with corona discharge in order to increase surface energy and thereby improve adherence of the 
surface to be marked (col.l, lines 54-60 and col.5, lines 18-23). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to clean the contact lens with aqueous media and dry the contact lens followed by applying 
corona discharge to the surface of the lens of Su et al., Doshi '410, or Tucker et al. before 
applying ink in order to produce contact lens wherein the ink is easily applied to the lens and 
remains firmly adhered, and thereby arrive at the claimed invention. 
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17. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamazaki et 
al. (U.S. 2002/0017219) in view of Valentini et al. (U.S. 2003/0184629). 

The disclosure with respect to Yamazaki et al. in paragraph 12 above is incorporated here 
by reference. 

The difference between Yamazaki et al. and the present claimed invention is the 
requirement in the claims of polyurethane dispersion. 

Yamazaki et al. disclose the use of acrylic binder. 

Valentini et al., which is drawn to ink, disclose the use of mixture of acrylic binder and 
polyurethane dispersion in order to improve smearfastness and waterfastness of the ink 
(paragraphs 2, 35, 118, 179, and Tables 3 and 5). 

In light of the motivation for using polyurethane dispersion disclosed by Valentini et al. 
as described above, it therefore would have been obvious to one of ordinary skill in the art to use 
polyurethane dispersion in the ink of Yamazaki et al. in order to produce ink with good 
smearfastness and waterfastness, and thereby arrive at the claimed invention. 

18. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

WO 97/41 180 discloses ink for ophthalmic lenses wherein the ink comprises water, 
binder, dispersant, and colorant, however, the amount of colorant falls outside the scope of the 
present claims and further, there is no disclosure of solvent as required in all the present claims. 
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Phelan etal. (U.S. 2004/0125338) discloses ink for contact lens wherein the inks 
comprise water, colorant, and binder. 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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